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DETAILED ACTION 
Drawings 

1 . The drawings are objected to because the reference number "191" for the medical device 
should be recited in Figs. 2-4B. Corrected drawing sheets in compliance with 37 CFR 1.121(d) 
are required in reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate prior 
version of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be canceled, the 
appropriate figure must be removed from the replacement sheet, and where necessary, the 
remaining figures must be renumbered and appropriate changes made to the brief description of 
the several views of the drawings for consistency. Additional replacement sheets may be 
necessary to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either "Replacement Sheet" 
or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 



Specification 

2. The abstract of the disclosure is objected to because the abstract should be in narrative 
form and generally limited to a single paragraph on a separate sheet within the range of 50 to 150 
words. Correction is required. See MPEP § 608.01(b). 
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3. The disclosure is objected to because of the following informalities: The term "This 
application claims the benefit of U.S. provisional application serial no. 60/479,576 filed June 18, 
2003 and U.S. provisional application serial no. 60/512,491 filed October 18, 2003, both of 
which are incorporated herein by reference." on Pg. 1, line 1 should be recited as -This 
application is filed under 35 U.S.C. 371 of PCT/IB04/02020, filed June 17, 2004, which claims 
the benefit of U.S. Provisional Application Serial No. 60/479,576, filed June 18, 2003 and U.S. 
Provisional Application Serial No. 60/512,491, filed October 18, 2003, both of which are 
incorporated herein by reference.--, so as to clarify the status. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 4, 5 and 11-18 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claims 4, 5, 13 and 14, the recitation therein is unclear and confusing. It is 
suggested that the term "extending from the selected virtual target point and out from the body of 
the patient" should be recited as —extending from the selected virtual target point and the body of 
the patient--, so as to clarify the confusion. 

Regarding claims 11-13 and 15, the antecedent basis for "providing the imaging device" 
(as per claim 1 1), "the providing step" (as per claim 12), "the providing means for selecting the 
virtual trajectory", "means for identifying a virtual path" (as per claim 13) and "providing the 
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connector portion of the guide apparatus" (as per claim 15) has not been clearly set forth. In 
addition, as per claims 12-18, the recitation therein is unclear, indefinite and confusing. It is not 
understood as to whether these claims are independent or dependent claims. If they are 
independent claims, then all the required method steps are missing. If they are dependent claims, 
then the preamble are inconsistent with their respective parent claims. Further, as per claim 13, 
the term "medical device and apparatus while" should be recited as -medical device and the 
guide apparatus while--. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-8, 10-17 and 19 rejected under 35 U.S.C. 102(b) as being anticipated by Kwoh 
(US Pat. No. 5,078,140). 

Regarding Claim 1,10 and 19, Figs. 4 and 5 of Kwoh discloses a system, method or 
apparatus for inserting a medical device into a patient including an imaging device scanning the 
patient to generate a volumetric image data set of the patient, a human readable device for 
displaying an image of the patient derived from the volumetric image data set, means for 
selecting a virtual trajectory defining a path for inserting the medical device into the patient, 
robotic means on the imaging device and movable into selected positions relative to the imaging 
device, and a guide apparatus to direct movement of the medical device relative to the patient 
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disposed on the robotic means, the guide apparatus comprising: a connector portion coupling the 
guide apparatus with the associated imaging device at a distal end of the robotic means (from 
column 2, line 62 to column 3, line 9); a main body portion supported relative to the associated 
imaging device by the connector portion (see Figs. 1, 4 and 5); a gripping area formed at a first 
end of the main body portion, the gripping area adapting the guide apparatus for manual gripping 
by an associated operator (i.e. when the disclosed robotic system is in a mode for manual 
surgical operation; see column 6, line 57 to column 7, line 2); and, a holding area formed at a 
second end of the main body portion, the holding area holding the medical device in an 
orientation suitable for motion relative to the patient along a selected linear path, the holding area 
being operative to translate the medical device along the selected linear path in response to 
manual force applied by the associated human operator at the gripping area (see from column 5, 
line 17 to column 10, line 4). 

Regarding Claim 2 and 11, Kwoh discloses that the imaging device is a CT scanner, an 
MRI scanner, a CCT scanner, a fluoroscope, a SPECT scanner, a PET scanner, or a combination 
of the foregoing (i.e. for specific use in CT, MRI, ultrasound or PET imaging; see column 2, 
lines 61-68). 

Regarding Claim 3 and 12, Kwoh discloses that the medical device is an ablation probe 
or a biopsy needle (i.e. using the system for a needle biopsy surgery; see column 9, lines 6-12). 

Regarding Claim 4 and 13, Kwoh discloses that the means for selecting the virtual 
trajectory includes means for selecting a virtual target point in the image of the patient by 
identifying a first coordinate in the image of the patient, and means for identifying a virtual path 
extending from the selected virtual target point and out from the body of the patient (i.e. utilizing 
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stereotactic software for use with a CT scanner and interfacing with a robotic arm for surgeon 
interaction; see column 6, line 5-23). 

Regarding Claim 5 and 14, Kwoh discloses that the robotic means is adapted to move the 
guide apparatus into a position whereat the medical device is in an orientation suitable for 
motion relative to the patient along the selected linear path coincident with the virtual path 
extending from the virtual target point and out from the body of the patient (i.e. a system that 
moves linearly in line with a predetermined surgical path; see column 5, line 23 to column 6, line 
23). 

Regarding Claim 6 and 15, Kwoh discloses that the connector portion of the guide 
apparatus includes a one of a linear slide joint and a prism joint (i.e. a system that moves linearly 
in line with a predetermined surgical path; see Figures 4-6). 

Regarding Claim 7 and 16, Kwoh discloses that the position feedback device provided on 
the connector portion of the guide apparatus for providing a feedback signal indicating a position 
of the guide apparatus relative to the patient (i.e. encoders present that provide position and 
velocity feedback; see column 4, lines 1-6) and means for displaying an image of the medical 
device as it is physically moved relative to the patient based upon feedback signal, together with 
the image of the patient and the virtual path (i.e. the N-shaped locators that provide spatial 
position references that show up in cross-sectional images obtained by operating the CT scanner; 
see column 6, lines 24-40). 

Regarding Claim 8 and 17, Kwoh discloses that the holding area is formed of an x-ray 
transmissive material (i.e. the N-shaped locators that provide spatial position references that 
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show up in cross-sectional images obtained by operating the CT scanner; see column 6, lines 24- 
40). 



Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 
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10. Claims 9, 18 and 20 rejected under 35 U.S.C. 103(a) as being unpatentable over Kwoh 
(US Pat. No. 5,078,140) in view of Johnson (US Pat. No. 3,893,813). 

Regarding claims 9, 18 and 20, it is noted that Kwoh does not specifically disclose that a 
holding area includes a set of tweezers-like arm portions adapted to grip the medical device in a 
V-shaped groove formed by the arm portions. However, Figs. 1-3 and 6 of Johnson teaches that 
such feature of using a clamp with tweezers-like arm portions for use with chemical equipment 
in a laboratory setting, such as with pipettes and other precision instruments (see from column 1, 
line 64 to column 2, line 33) is old and well known. Hence, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the system, method or 
apparatus of Kwoh with the feature of a set of tweezers-like arm portions of the medical device 
holding mechanism as taught by Johnson as both Kwoh and Johnson are directed to the system, 
method or apparatus for inserting a medical device into a patient, so as to give a sure way for 
mounting medical devices to the surgical system while still preserving the accuracy of the device 
and the sturdiness of the mount. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NICHOLAS L. EVOY whose telephone number is (571)270- 
1388. The examiner can normally be reached on M-F 7:30-5:00, Alternating Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marvin M. Lateef can be reached on (571)270-1493. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



NLE 

6/16/2009 



/Joe H Cheng/ 

Supervisory Patent Examiner 
Art Unit 4136 



